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Kastner v. Vanbestco Scandanavia, AB et al, 2014 U.S. Dist. LEXIS 165915 (D. Vt. Nov. 25, 2014).  Synopsis:  A federal court determines that Kastner may not maintain a patent infringement case against Icebug USA for footwear having metal studs because the license agreement between the parties stated that disagreements will be submitted to arbitration.

Airwair International Ltd. v Schultz et al, 2014 U.S. Dist. LEXIS 159415 (N.D. Cal. Nov. 12, 2014).  Synopsis:  A federal court determines that the defendants are subject to personal jurisdiction in California because defendants’ activities involving trade dress infringement were purposefully directed at residents of California and because Airwair’s claims of trademark infringement, false designation of origin, trademark dilution, and unfair competition arise out of these activities.

Brady v. Grendene USA, Inc., 2014 U.S. Dist. LEXIS 159273 (S.D. Cal. Nov. 12, 2014).  Synopsis:  A federal court denies Grendene’s motion for summary judgment in a trademark infringement case involving Grendene’s use of the IPANEMA mark on footwear because the assignment of the IPANEMA mark to Grendene was invalid.

JL Powell Clothing LLC v. Powell, 2014 U.S. Dist. LEXIS 169094 (D. Me. Nov. 24, 2014).  Synopsis:  A federal court upholds a preliminary injunction against Joshua L. Powell’s use of the J.L. Powell mark in connection with footwear and other apparel.
USPTO
Utility patents issued in the month of November:

Pat. No.	Title	Assignee
8,894,598	Heel Ulcer Prevention And Cushioning Boot 	Sage Products, LLC
8,893,407	Footwear Having A Rigid Shell 	Salomon S.A.S.
8,893,406	Footwear Component For Footwear 	NIKE, Inc.
8,893,405	Footwear W/ Tensile Strands - Elongated 	NIKE, Inc.
8,893,404	Impact-Attenuation For Footwear 	NIKE, Inc.
8,893,403	Sole Construction W/ An Air Pumping 	None
8,893,397	Monopedal Closed Chain Kinetic Alignment 	Eric G. Ward
8,887,411	Athletic Shoe Having A Segmented Upper 	Reebok International Limited
8,887,410	Articles Of Footwear W/ Tensile Strand 	NIKE, Inc.
8,887,409	Detachable Shoe Protector 	None
8,882,690	Orthotic Device And Method 	None
8,881,431	Shoe W/ Protrusions And Securing Portions 	K-Swiss, Inc.
8,881,430	Footwear W/ A Knitted Component 	NIKE, Inc.
8,881,429	Asymmetrical Footwear - Continuous 	None
8,881,428	Sole Assembly For Footwear W/ Cushioning 	NIKE, Inc.
8,881,427	For A Shoe, In Particular For A Sports Shoe 	Deckers Outdoor Corporation
8,881,426	Device For Adorning A Sandal Strap 	None
8,879,759	Wireless Speaker Footwear 	J. A. Wells & Associates, L.L.C.
8,879,685	Pedometer For Shoe 	Kozo Oshio
8,876,123	Exoskeleton and Footwear Attachment 	None
8,875,418	Tendon Assembly For Footwear 	NIKE, Inc.
8,875,417	Sandal 	None

Patent applications published in the month of November:

Pub. App. No.	Title	Applicant
20140345167	Mountaineering Shoe Sole 	Qussay Abdulatteef Jasim Al-Ani
20140345166	Cleat For Footwear 	Under Armour, Inc.
20140345165	Hybrid Boots 	Ariat International, Inc.
20140345164	Cleat For Footwear 	Under Armour, Inc.
20140345163	Footwear Sole Sections W/Bladders	Frampton E. Ellis
20140345162	Footwear System 	Henry Mitchell
20140345161	Article Of Footwear W/ A Sizing System 	NIKE, Inc.
20140345160	Ankle and Foot Support System 	NIKE, Inc.
20140345159	Ankle and Foot Support System 	NIKE, Inc.
20140345158	Footwear Insert 	Shayne Joseph Fox	
20140338230	Composite Sole Structure 	NIKE, Inc.
20140338229	Footwear Sole 	Berghaus Limited
20140338228	Orthotic Cover 	Monique Rolle
20140338227	Ankle and Foot Support System 	NIKE, Inc.
20140338226	Footwear W/ Knitted Heel 	NIKE, Inc. 	
20140338225	Shoe W/ Automatic Closure Mechanism 	Derrick Bliss
20140338224	Insert device for a shoe. 	Mary Jo Sketch
20140338223	Single And Double Pull Fit Adjustment 	Thomas M. Adams
20140338222	Upper Of Footwear & Manufacturing 	Soo Bok Song 	
20140338221	Cushioning Shoe Insert 	Carlene Pride
20140338220	Footwear/Insole For Footwear 	FOOTJACKS LTD.
20140331526	Massaging Shoe Pad 	FAR EAST UNIVERSITY
20140331525	Footwear W/ Plantar Misting System 	Ariel West; Doris Trail 
20140331524	Footwear For Proprioceptive Training 	NIKE, Inc.
20140331523	Footwear Soles W/ Electronic Control 	Frampton E. Ellis	
20140331522	Shoe Having Stool Function 	Yasuo Ishiguro
20140331521	Shoes W/ Fashion Design Mounting Base 	Marcella Miriam Katz
20140331520	Coating and Footwear Of Polyurea 	PPG Industries Ohio, Inc. 	
20140331519	Shoe Assembly W/ Viscous Liquid 	Brooks Sports, Inc. 	
20140331518	Sole Chassis For Shoes 	Helmut Mayer
20140331517	Shoe Sole W/ Multi-Level Cushion Column 	Woo Seung Seo
20140325879	Heel For A Woman's Shoe W/ High Heel 	TUSCANY SERVICES S.R.L. 	
20140325878	Footwear Attachment For Motorcycle Shift 	Daniel Austin
20140325877	Footwear Kit with Adjustable Foreparts 	Columbia Insurance Company
20140325876	Sole Assembly For Article Of Footwear 	Wolverine World Wide, Inc.
20140325875	Attachable Shoe Sole Protector 	Anson Lee	
20140325874	Toe Buddies Sandal Toe Guard 	Yolanda Irizar Bermudez
20140325873	Footwear Lacing System 	Chinook Asia LLC
20140325872	Insole Having Liquid Therein 	Chin-Yu Huang
20140325871	Sole For A Shoe 	adidas AG 	
20140325870	Stabilizer And Member For Cushioning 	Aura Technologies LLC

Design patents issued in the month of November:

Pat. No.	Title	Assignee
D718,042	Boot Shaper 	None
D718,041	Shoe Lace 	Rhode Island Textile Company
D718,040	Shoe Upper 	NIKE, Inc.
D718,039	Shoe Upper 	NIKE, Inc.
D718,038	Shoe 	Skechers U.S.A., Inc. II
D718,037	Shoe Upper 	NIKE, Inc.
D718,036	Shoe Upper 	NIKE, Inc.
D718,035	Shoe Upper 	NIKE, Inc.
D718,034	Shoe Upper 	NIKE, Inc.
D718,033	Shoe Upper 	NIKE, Inc.
D718,032	Shoe Upper 	NIKE, Inc.
D718,031	Shoe Upper 	Under Armour, Inc.
D718,030	Portion Of Upper Of Footwear Article 	Salomon S.A.S.
D718,029	Footwear With Grid Pattern 	JAV-JR LLC
D718,028	Shoe Insert 	Stable Step LLC
D718,027	Set Of Shoe Pads 	None
D718,026	Orthotic Insole 	Premier Brands of America Inc.
D718,025	Insole 	Stable Step LLC
D718,024	Shoe 	Stable Step LLC
D718,023	Footwear 	Sorel Corporation
D718,022	Leg Sleeve 	None
D717,535	Shoe 	Skechers U.S.A., Inc. II
D717,534	Portion Of Upper Of Footwear Article 	Salomon S.A.S.
D717,533	Portion Of Upper Of Footwear Article 	Salomon S.A.S.
D717,532	Portion Of Upper Of Footwear Article 	Salomon S.A.S.
D717,531	Portion Of Upper Of Footwear Article 	Salomon S.A.S.
D717,530	Portion Of Upper Of Footwear Article 	Salomon S.A.S.
D717,529	Upper For A Shoe 	Columbia Insurance Company
D717,528	Insole 	MSD Consumer Care, Inc.
D717,527	Sole 	ECCO Sko A/S
D717,526	Shoe For Automobile Driver 	None
D717,037	Portion Of Upper Of Footwear Article 	Salomon S.A.S.
D717,036	Footwear Heel 	None
D717,035	Shoe Outsole 	NIKE, Inc.
D717,034	Sole For Footwear 	Vibram S.p.A.
D717,033	Shoe Outsole And Insert 	Sears Brands, L.L.C.
D717,032	Sole For Article Of Footwear 	Native Canada Footwear Ltd.
D717,031	Shoe Sole 	Tod's S.p.A.
D717,030	Shoe Sole 	Tod's S.P.A.
D717,029	Shoe Midsole 	NIKE, Inc.
D717,028	Boot Belt 	None
D717,027	Footwear 	Calzaturificio Casadei S.p.A.
D717,026	Footwear 	Crocs, Inc.
D717,025	Dance Footwear 	Ballet Makers, Inc.
D716,540	Shoe Upper 	NIKE, Inc.
D716,539	Shoe Upper 	Under Armour, Inc.
D716,538	Heel Of A Shoe 	None
D716,537	Shoe With Decorative Sole 	LSIL & Co., Inc.
D716,536	Shoe With Decorative Sole 	LSIL & Co., Inc.
D716,535	Shoe Sole 	Jione FRS Corporation
D716,534	Shoe With Decorative Sole 	LSIL & Co., Inc.
D716,533	Shoe With Decorative Sole 	LSIL & Co., Inc.
D716,532	Outsole For Ski Boot 	K-2 Corporation
D716,531	Shoe Sole 	Jione FRS Corporation
D716,530	Flip Flop 	Used, LLC
D716,529	Shoe Cover 	DashAmerica, Inc.

Trademarks published in the month of November:
(Note:  0 = design mark only)
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GENERAL NEWS
Converse Rivals Want to Know Why TM Suits Came So Late

Law 360

December 5, 2014

By Bill Donahue

Most of the big companies Converse Inc. sued this fall for copying its iconic Chuck Taylor sneaker have yet to fire back, but a couple of smaller ones quietly have — and they're asking why Converse took decades to assert trademarks rights for the design.

None of the big players targeted in the litigation blitz, like Wal-Mart Stores Inc., H&M Hennes & Mauritz LP, K-Mart Corp. or Skechers U.S.A. Inc., have yet substantively responded to Converse's lawsuits claiming they sold look-alike sneakers that copied three trademark-protected aspects of the Chuck.

But two of the smaller guys, Orange Clubwear Inc. and Nowhere Co. Ltd., have. In previously unreported joint case management filings with Converse last month, the two didn't mince words in explaining the course that they — and likely others — will chart in defending themselves against the high-profile lawsuits.

One of the central themes? That Converse waited so long to enforce its trademark rights over the Chuck that it essentially forfeited the right to do so. The Chuck apparently debuted in 1917.

“For decades, Converse has allowed dozens of companies to make and sell sneakers that resemble what Converse now alleges is its proprietary trade dress, engaging in only sporadic efforts to enforce its alleged common law trademark rights,” Orange Clubwear wrote in its Nov. 19 filing.

“By the time Converse belatedly sought and obtained a U.S. registered trademark, the design at issue ... had become generic — indeed ubiquitous,” the company wrote. “It was widely used by manufacturers and retailers who sold shoes with similar “looks” under many different brand names.”

Ditto for the separate Nov. 19 filing from Nowhere Co., the Japanese company behind the popular clothing brand A Bathing Ape, or BAPE.

“Converse abandoned the so-called trademark rights in the product elements through failure to police the mark and through the resulting sea of other canvas sneakers that possess the elements,” the company wrote.

Orange went much further than Nowhere Co., though. It said it wanted discovery on “the extent to which [Converse] knowingly allowed third parties to make and sell 'look-alike' shoes from 1917 to date,” and that it wanted more info on “the genesis and objectives of [Converse's] recent campaign to enforce its trademark rights.”

Orange also accused Converse of wrongfully including the company in parallel litigation lodged at the International Trade Commission, calling the idea that it had ever imported its shoes “demonstrably false.” It says Converse never directly contacted the company ahead of the litigation and says it plans to seek sanctions for failure to “conduct an adequate presuit investigation.”

Predictably, both companies also attacked Converse's trademark rights themselves, both on the grounds that the claimed elements had become generic — Nowhere called them “common, core, elements of the American canvas sneaker” — and on the grounds that they're functional.

“This case involves trademarks that purport to cover the design of sneakers. There is no allegation that defendant used the Converse brand name,” Orange wrote. “Defendant disputes that functional sneaker designs since as those at issue here can be protected by trademarks.”

Converse sued in October, asserting a combination of three protected Chuck elements that the shoemaker has had registered at the trademark office since 2011: a rubber “bumper” running around the front of the shoe, a “toe cap” on the top of the shoe above the bumper, and lines or stripes running around the sides.

The suits were filed in parallel at federal district court and the ITC.

The company's complaints seemed like they were aimed at tackling the very arguments it's now facing. For instance, the company said it hadn't sued for a long time before it didn't need to: It said infringements were relatively rare until they spiked in 2008.

As for functionality, Converse's complaint explicitly said “whatever functionality [the elements] possessed, if any, expired as footwear design, development and manufacturing technology advanced over the years.”

The big question now is where these questions about functionality, genericness and delay will be answered. Every defendant named by Converse in the ITC can request an automatic stay to the district court litigation while the trade case is pending; the deadline for that request is next week.

Skechers U.S.A. Inc. asked for that stay this week, but they're only the second defendant to do so yet.

Nowhere Co. is represented by Kieran G. Doyle of Cowan Liebowitz & Latman. Orange is represented by Maurice N. Ross of Barton LLP.

Converse is represented by Powley Gibson and Banner & Witcoff Ltd. in federal court and Adduci Mastriani & Schaumberg LLP at the ITC.


Nike Sues 3 Star Designers Over Jump To Adidas

Law 360

December 10, 2014

By Bill Donahue

Nike Inc. says three of its former star shoe designers stole a “treasure trove” of trade secrets when they left this year for rival Adidas AG in a lawsuit filed Monday in Oregon.

The suit says three of Nike's biggest-name designers, Denis Dekovic, Marc Dolce and Mark Miner, schemed to set up their own design studio in Brooklyn to mimic Nike's Kitchen design lab, then successfully pitched the idea to Adidas with the promise of insider Nike info. All three were also bound by noncompetes, Nike says.

“Defendants flouted their contractual obligations and fiduciary duties of loyalty to Nike, when — while still Nike employees — they developed for themselves, and then for Adidas, a strategic blueprint for a creative design ... studio to compete against Nike,” the suit says.

The three designers “misappropriated critical Nike trade secrets for use in their new business venture, attempted to destroy evidence of their scheme, began consulting with Adidas and then boasted online about their new affiliation with Adidas to generate support for and lure other to join their enterprise,” the suit says.

Adidas is not named as a defendant in the lawsuit, which seeks immediate restraining orders and $10 million in damages.

Nike claims the three swiped a “trove” of proprietary information: Strategic plans for global soccer sneakers and apparel over the next three years; unreleased designs for products, including team uniforms for the 2016 European soccer championship; unreleased product technology; nonpublic financial data; and marketing campaign materials.

According to Nike, Dekovic, Dolce and Miner originally planned their own independent design studio, but the complaint says that Adidas — “facing enormous pressure to turn around its struggling athletic footwear and apparel business” — was lured by the prospect of insider info and “effectively purchased defendants' studio concept.”

The suit makes a point of indicating that Dekovic, Dolce and Miner knew what they were doing was wrong, for instance showing that they sought guarantees from Adidas that it would cover them if Nike sued.

They also made unsuccessful attempts to quietly wipe their computers and email accounts to hide the fact that they had stolen the proprietary information, Nike says.

Nike wants immediate injunctive relief requiring that the three designers hand over all confidential information and refrain from using it, and barring them from continued work on any “footwear design opportunities,” whether independent or for Adidas.

“Nike's confidential information remains in the clutches of individuals who induced Adidas to hire them by promising to deliver a 'wealth' of Nike's information to 'give Adidas the advantage,' and who are certain to exploit the trade secret information,” Nike's complaint says.

“There is no doubt that defendants have already used and intent to further wrongfully use Nike's confidential information,” it says.

It was unclear whether the three are legally full employees of Adidas or acting as consultants for the German company. Adidas reportedly announced their hiring and the creation of the competing studio, Brooklyn Creative Design Studio, in September.

In an emailed statement Wednesday, an Adidas spokeswoman said that “many of our employees have storied careers and rich experiences, but we have no interest in old work or past assignments as we are focused on shaping the future of the sporting goods industry, not looking at what has been done in the past.”

The three defendants did not immediately return a request for comment on Wednesday.

Nike is represented by Gibson Dunn and by Stoel Rives LLP.

According to media reports, Dekovic, Dolce and Miner are represented by Markowitz Herbold PC.

The case is Nike Inc. v. Dekovic et al. in the Circuit Court for the State of Oregon, County of Multnomah.
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